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REMARKS/ARGUMENTS 
Claims 1-37 and 41-43 are pending in the Application. As described 
hereafter, the claims are submitted to clearly distinguish patentably over the prior 
art. 

In the Final Office Action of June 16, 2005, all of the claims are rejected on 
prior art. The rejections are based on JP 09-039347 of Furuya et aL, taken alone 
and in combination with other references. These rejections are essentially the same 
as were made in the prior Office Action of November 4, 2004- Again, such rejections 
are respectfully traversed. 

In lines 8-10 of page 3 of the Final Office Action, the Examiner admits that 
the desired configuration information, which is set by a user, and the type of the 
information contained in the desired configuration information is different from 
what Fuxuya teaches. The discussion therein then continues that the explanation 
of the "desired configuration information" is not sufficient to clearly determine what 
kind of information is "being claimed. 

However, it has been long established that if the claim language is not dear 
enough in determining its scope, the invention is defined by the claims but is 
described, explained and disclosed by the specification. Thus, in Deller's Patents 
Claims, at page iv of the Preface, the court in Curtiss v. Janin is quoted as stating 
that "All patentable inventions are defined by claims, but described, explained and 
disclosed by the specification". And at the last portion of Section 406, Deller notes 
that "the court explained the function of the specification and the function of the 
claims" in Curtiss v. Janin with the statement "All patentable inventions are 
defined by the claims, but described, explained and disclosed by the specification" 
again being set forth. And in Section 416 of Deller, reference is made to an example 
in which the examiner rejected claims as not definitely distinguishing from the 
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Davis patent in that it is not understandable what might be embraced in the term 
"normal" used in the claim. This is similar to the present situation at hand. Deller 
then goes on to quote the Board of Appeals as saying "It seems to us that the 
purport of this term is obvious, especially when the claim is considered in the light 
of the specification". As further stated therein, "These claims read in the light of 
the specification seem to us sufficiently definite to distinguish from the Davis 
patent and to warrant allowance". In Section 285 of Deller, similar comments are 
made. As set forth therein, it is noted that the Court stated "The word 'small' might 
... be considered indefinite and to lack particularity and distinctness, but in the 
light of those portions of the specification of . . cannot . . . properly be subjected to 
that criticism." Copies of the appropriate portions of Deller which are discussed 
above are enclosed herewith. 

In view of the long standing practice of claim interpretation as exemplified by 
Deller, rejection of the claims and the manner of construing the function of the 
claims, in the Pinal Office Action, is contrary to conventional practice. 

Moreover, the difference between the claimed terms "desired configuration 
information" and the teaching of Furuya must be apparent. The terms in question 
are defined in various parts of the specification. At lines 1 and 2 of page 2 of the 
present Application, it is stated "information (desired configuration information) 
which the user can set as he desires". This is again exemplified as "information of 
type faces, such as Times New Roman and Courier New, or decorations, such as 
hollowing, italicizing, emphasizing, etc.". (See the last three lines of page 1 and the 
first line of page 2 of the specification). 

The above information is recited in contrast to the conventional art 
information, such as "information (for instance, the maximum count of lines to be 
input, required print energy, amount of ink, etc.) related to physical properties of a 
tape cartridge mounted therein (see the seventh through the fourth lines from the 
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bottom of page 1 of the specification). More explanations are provided in the last 

paragraph of page 46 of the specification, where it is stated: 

"When the selection key 323 is depressed by the user in the 
above state (D17), 'Courier New", 'Normal' ('italicizing* is not applied), 
'hollowing (required)', and 'emphasizing (not required), which are the 
items of information (desired configuration information) set in the 
pattern setting process, are finally determined for carrying out pattern 
printing". 

Thus, if "what kind of information is being claimed" is to be ascertained or 
determined, one should or can refer to the above-mentioned parts of the 
"specification" according to the "normal practice" as quoted above with respect to 
Deller. Once the scope with which the claim terms are intended to cover has been 
determined, one can then make the comparison with the disclosure in Furuya. 

Paragraphs [0034]-[0035] of Furuya are referred to in the Office Action. 
However, the critical portion of the disclosure as translated into English does not 
appear to correctly reflect the Japanese text of such reference which should be the 
"correct" basis for comparison, lines 5-8 of the English translation of paragraph 
[0034] should correctly be understood to mean: 

"The specification display seal 5 is arranged as follows. Namely, 
one or more of the specification display portions (display squares or 
rectangles) 6 are printed black. By making combinations of the 
number and location of the black-printed specification display portion 
6, the Hpftrifmation of the printing tape and of the ribbon inside the 
tape cartridge 1 can be identified (emphasis added)." 

Thus, contrary to what is stated in the Office Action, there is no disclosure of 
the "desired configuration information". What is disclosed in Furuya is nothing but 
a possibility of combining the black-printed specification printing portions (squares 
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or rectangles). Because there are 5 squares (6a-6e), there can be made a variety of 
combinations by utilizing the number of the black-printed squares (varying from 0 
to 5) and the locations thereof. In other words, such squares 6a-6e either printed 
black or left un-painted (i.e., white) are no ting but.the "information related tP the 
P bvsi«il properties of the mounted ta ns cartridge (which is referred to as 
'conventional art' in the specification of this invention) and, therefore cannot be said 
to be equivalent to the 'desired configuration information in the meaning of the 
claims of this invention. The information to form the basis of the 'combination' of 
squares 6a-6e is nothing but the 'tape width', 'tape length', and 'class of tapes', etc. 
as disclosed at lines 8-10 of paragraph [0034]. Such items or pieces of information 
cannot be set by the user, while contrary is the case with this invention . 
Combination of such physical properties ae the mounted tape cartridge will not lead 
one skilled in the art to the "desired configuration information, as in this invention. 

Also enclosed is a page entitled "Difference between Furuya and this 
Invention which shows in diagrammatic fashion the difference between Furuya and 

the present invention. 

In view of this, the claims of the present Application must be construed so as 
to clearly distinguish patentably over Furuya et al.. taken alone or in combination 
with the various other cited references. This Application should be in condition for 
allowance in view of the explanation set forth above. Therefore, reconsideration 
and allowance are respectfully requested. 

If for any reason the Examiner finds the application other than in condition 
for allowance, the Examiner is requested to call the undersigned attorney at the Los 
Angeles, California telephone number (213) 337-6846 to discuss the steps necessary 
for placing the application in condition for allowance. 
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If there are any fees due in connection with the filing of this - response, please 
charge the fees to our Deposit Account No. 50-1314. 

Respectfully submitted, 
HOGAN §qaARTSQ»£X.P. 

:(?.) 



Date: September 15, 2005 



500 South Grand Avenue, Suite 1900 
Los Angeles, California 90071 
Phone: 213-337-6700 
Fax: 213-337-6701 




P. Scnerlacher 
stratibn No. 23,009 
Storney tor Applicant(s) 
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xv Patent Claims 

invention." This decision was approved in the Motion Kcture 
Case (243 US 502, 61 I, Ed 871, 37 S Ct 416, whkfc 
farther stated that the "scope of every patent is limited to the 
invention described tn the claims contained in it* * . -** It • 
wasndedintheChniottiCasc (198 US 399. 49 LEd 1100, 25 

5 Ct 697) that an inventor in maTring his claim is "at liberty 
to choose his own fanxf of express io n, * . - w and that Ac 
courts "may not add or detract from the clafrn ~ In an eariier 
case of Deering v Winona (155 US 286, 39 L Ed 153, IS S Ct 
118) s Justice Brown explained that if an inventor * c 3 *rtme d 
only a part of his invention, he is presumed to have abandoned 
the residue to the pobfic." TCfte Supreme Court also rnled that 
the inventor could claim nothing "beyond the claims" (95 US 
274, 24 L Ed 344). 

As a result of statutory law and decWonal law, the conversion, 
of 1&e central definition to the pexiph&ral definition of inven- 
tions was initiated and was subsequently a ccele rat ed by mom ,* 
^f^w ff Kwg requirements of modem dweisionfr - especially in recent 
years. Thus, in White v Dunbar (U9 US 47. 30 L Ed 303, 7 S 
Ct 72), Mr. Justice Bradley stressed that: "The claim is a status 
tory requirement, prescribed far the very propose of making the 
patentee define precisely what his invention fs; and it is unjust 
to the pnbftc, as well as an evasion of die law. to construe it in 

6 mmr 1 ^ different fcom the plain impor t of its terms*" And, in 
Cttrtiss v Janm (278 F 456), the court declared that! m AU 
patentable inventions one defined by claims, bat described, coc- 
jflajned and disclosed by specification/ ' In the Motion ffctoe 
Case, it was also pointed out that the claims **so Tnark where the 
progress claimed by the patent begins and whete it ends that they 
have been aptly likened to the description tn a deed, which sets 
the bounds to the grant which it contains." The same thought 
was expressed in Kemode v United States (145 USPQ 6S8) 
where the court said that gt the claims of a patent in order to be 
valid must define the patented invention with sufficient clarity 
that the metes and bounds thereof can be determined." The 
comparison of an invention to land was also made in ConsoHr 
dated y Wright (94 US 92, 24 X, Ed 68) and it was stated that; 
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preaching that permitted in m ec hanic al cases appears 
proper" 

"We are of the opinion that me disclosure^ ite^tent 
bVSed und^tte circumstances to wpsplemerdjhe 
SSoCTie of this -application, and that such <tedp*»ft. 
^S^oSiection^Sh that of the application con^tutes 
• J^ffiSeSSfor claims of the scope under considera- 
tion." (Anther's Italics.) 




"All "*T"nt*talB m^ f" 1 **™ ate ^r<™^ ^ ^t^l^ 8. 



§4*7. NKGAT1VE DEFINITION OF OPERATING CON- 
DITIONS _ 
In Ex parte LiUenfekU 11 USPQ 216, claim 11 was il- 
lustrative of the process claims and reads as follows: 

That improvement in it^d^gtobacooia^^nch 
consists in arranging previously aged and tementcd^to- 
£So in close prcKuty to a machme de»g^ » produce 
Sm^violet rayW exposing me tobacco to the uura-violet 
xay produced by the machine.** 
process claims 17 and 18 contain negative definitions of operat- 
ing conditions. The Board of Appeals referred to the negative 
expressions and stated" that: 

"Claims 17 and 18 are objected to be«OT» o* the 
expressions, 'in the absence of **?^^^^J^ 
out extraneous heat.' We do not feel that these «P» 
' s^^e^ectionable. It ^^th*^.^.™^ 
to be recited in the claims could be exr^essed ina dofterem 
manner but these limitations appear to us Sin^|toset 
forth tnd-idca of a normal temperature prevailing during 
the ■process.'' (Author's Italics.) . 



4aa 
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DanNmcWB V* **ocbSS Claims 8 416 

la Ex parte Davis and Swoope, >* " i TjL. * 
J^^mv*****. Breads a* fABo^; 

7 . _ v _™ w modoong condensation 

-An improved process ^ steps 

products vaWBle as P^J^SSfrfT^Sl selected 
ofb£>ging about a -^TTbalStS^l^y^«>- 

stooping tbe reaction before ite 

inhildting powers arc preserved. 

In reversing the Examiner, the Board of Appeal ^ **** 
do not definitely distinguish from the ^^SSd in *e 
tenn 'norma? used tn xne f ^y' m J^ nil , na when the cljm 



purport, ^. Jfetf J^H^ffi^^^^^g^^ti. WSgtt 
m«y be possible to dejme . w "" J — — ~*9Mj**l* n*e 




y Th, ^rte Wilson and Newman, 71 XJSPQ 213, claims 
SH^aid bought claim 12 to be illustrative. Una ciaan 
reads as follows: ^—risea 
«T*e memod of ^^^jf^J^mfX- 
directly P^^^f^^ tr£<S£ of hydroxyl ions 
tlon of w^s^^SSw^aB^^eelected from the 

01 aD ^S^f^^S^^ a^SmVkm*, char- 
group consisting of poo™,^V of o~8 to 1.0 molar 

acSedby ^"^J^LEf 0 ^ tofit 0.5 molar 
equivalents of chromate Jons, and ax 
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§ 285 pAT&tx OsotMS 

me drawing and spedficatkm. It is the drawing and 
snxscification that ate defective; not the claim. 

•St is of cause to be rmderstood that to ogMW m 

Sooport- the necessary irniondinfgi i t of the drawing ana 
splcmcation-** (Author's Italics.) 
See also In re Cavaffito et aF, 134 USPQ 370. 

S28S. CLAIMS ARE IF, IN ' TBR ^^^J?f 

THE OTOFICAXION, TBBT TEACH 
. SONABLE CLABJTY WHAT THE PATENTEE 
' CLAIMS AS HIS INVENTION 

This is particularly applicable where adjectives, like m smaB, 
'•high,** etc, are used. 

faJPkxwcod Co. y Faussner & Co., 145 F2d 528 (CA 7), 
64 USPQ 261, one of the claims in suit read: 

-1. A material consisting of a flexible baddngmida 
sheet of tS^ood veneer glued thereto, the veneer b£ . 
SX Ta ^ipWd state wherem at 
^eer fe composed of a m»» of "^s^^^Lf^ 
whose £&£c contour* follow the ^^f^J^ 
Sose mesh with each other and causethe "™f^ 
^erto appear io be cemtmuous when the material a* 
laid flat." (Author's Italics.) . 
judge Barnes stated: 

"The word « m r«-* > «"*ffr* without the contgrt^ S oo r ^ . 
JSfrESLtou!* to^Sck particularity and, ttstmct- 
in' tS Tg^it of those potions eg the MgfgffT 

R note-hereto catopt^m our opinion, Broperly be. 
snbiected to that CT^cranx ." 
ir. Crosley Corp v Westrnghouw Elect, and Mfg. 52 F 
Supp 884 (DC WD Pa), 59 USPQ 466, JmJge Gibson grated 
that claim 3 of patent 2,242,335 waft sufficiently definite 

-since . - • the meaning of the words '*£fV~. 

is dear from the context and the disclosure on wham 

they are based.** 

S04 
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BEST MAILABLE COPY 



T*<ferenca be* -"**" TSirara mid This *ave**WV 

TSpe cartridge infcnnata Ctepo ehO * a f^*J** ,mC1[l 

1^ tape cartridge ilsclt Inot^ words, there is atta^ed to ^t^e 



topo width 




cartridge. 



The user can****** his O wx l d0tod5a n l^» that the tape cartel 
ganbevai^tealixnitedpiitpoee. 
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